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The General Court of the European Union (GC) recently issued its decisions in cases T-105/23 and T-

106/23, Iceland Foods Limited v. European Union Intellectual Property Office (EUIPO).

The cases concerned the descriptiveness and registrability of names of states, namely the word ICELAND
and m . These EU Trade Marks, owned by a UK supermarket chain, covered a wide range of goods
in Classes 7,11, 16, 29, 30, 31, and 32 (for example, washing machines, refrigerators, printed matter, fresh
vegetables, coffee, and beer) and retail services in Class 35. Cancellation actions were filed against the UK

supermarket chain by the island nation.

The GC found that the marks were descriptive because the relevant public might perceive them as
indicating that the concerned goods and services originate from Iceland. In essence, the GC held that the
fact that the relevant goods could be manufactured, processed, or packaged in Iceland—or that the

relevant services could be provided there—was sufficient to establish a descriptive link with the country.

This broad interpretation departs from the CJEU’s “direct and necessary link,” whether present or future,
required under Windsurfing Chiemsee. Under such an approach, many registrations, including those
belonging to states themselves, would be vulnerable to cancellation, and many marks that consist of or

contain state names would likely face difficulties in being accepted for registration.


https://curia.europa.eu/juris/document/document.jsf?docid=302500&mode=req&pageIndex=1&dir=&occ=first%E2%88%82=1&text=&doclang=EN&cid=5576713
https://curia.europa.eu/juris/document/document.jsf?text=&docid=302499&pageIndex=0&doclang=EN&mode=req&dir=&occ=first&part=1&cid=7808859
https://curia.europa.eu/juris/document/document.jsf?docid=302500&mode=req&pageIndex=1&dir=&occ=first%E2%88%82=1&text=&doclang=EN&cid=5576713
https://curia.europa.eu/juris/document/document.jsf?docid=302500&mode=req&pageIndex=1&dir=&occ=first%E2%88%82=1&text=&doclang=EN&cid=5576713

In today’s globalized economy, where goods and services can be produced or provided virtually anywhere,
the GC’s reasoning may lead to any state name being regarded as descriptive for almost any goods or

services.

INTA had filed an intervention in this case as an amicus curiae through its International Amicus Committee

in September 2023, and filed Third-Party Observations at the previous instance before the EUIPO Grand

Board of Appeal, in July 2021.

In its position, INTA argued that EU legislation provides no special protection to state names. Unlike official
emblems, flags, and armorial bearings under Article 6ter of the Paris Convention, countries do not benefit
from special protection for their geographic names. The competent authority must assess descriptiveness
using the criteria established by the Court of Justice of the European Union (CJEU) in the joined cases C_

108/97 and C-109/97 (Windsurfing Chiemsee) on a case-by-case basis. Such an assessment test requires

a direct, causal, and necessary association/link between the geographical name and the goods/services

covered by the trademark, current or future.

INTA stressed that the possible reputation of a country per se is not a decisive factor. The GC agreed with

this position.
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https://www.inta.org/amicus-brief/case-no-t-105-23-and-t-106-23-iceland-foods-limited-ifl-v-european-union-intellectual-property-office-euipo/
https://www.inta.org/amicus-brief/cases-r-1613-2019-iceland-foods-limited-v-icelandic-trademark-holding-ehf-and-r-1238-2019-1-iceland-foods-limited-v-islandsstofa-promote-iceland-the-icelandic-ministry-for-foreign-affairs-and-sa/
https://curia.europa.eu/juris/liste.jsf?num=C-108/97&language=en
https://curia.europa.eu/juris/liste.jsf?num=C-108/97&language=en
https://eur-lex.europa.eu/legal-content/EN/TXT/?uri=CELEX:61997CJ0108
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